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DETAILED ACTION 
Claim Rejections - 35 USC §112 1 st paragraph 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 55-79 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Specifically, the original specification does not 
appear to support storage of the coffee extract in the brewer while in contact with coffee 
grounds for a period of time after "completion" of brewing the extract. The original 
specification appears to only provide support for storing coffee extract in the brewer for 
the times called for in the instant claims (e.g. "about 5 minutes to about 48 hours") from 
the time that brewing begins. More specifically, the "hold time" (which is considered to 
be the same as the storing time called for in claim 55, step b, for example) is defined in 
the original specification as being the "period of time beginning with the onset of 
brewing of the extract and ending when dilution begins" (page 10, lines 17-19). In other 
words, there is no support for a time range after completion of brewing. This portion of 
the rejection is a new matter rejection. In addition, it should be noted that such 
limitation of storing the extract for a certain time after completion of the brewing the 
extract is not reasonably conveyed in the original specification since it has not been 
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defined as to when brewing of the extract has been "completed" and when the storage 
time is to begin. In other words, the extract would continue to take in coffee extract as 
the extract and grounds continue to be stored in combination and it would not be clear 
as to what point brewing is completed. 

3. Claims 55-79 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for storing coffee extract for from about 5 minutes to 
about 48 hours after the onset (i.e. beginning) of brewing, does not reasonably provide 
enablement for a storage time from the completion of brewing. The specification does 
not enable any person skilled in the art to which it pertains, or with which it is most 
nearly connected, to practice the invention commensurate in scope with these claims 
since the storage time defined in the specification relates to storage from the beginning 
of brewing. 

Claim Rejections - 35 USC §112 2nd paragraph 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 55-79 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 55 and 61-64 are indefinite in that it is not clear at what point brewing of 
the extract is "complete" and the storing begins. It is expected that coffee would 
continue to be extracted through steeping as the coffee extract and coffee grounds are 
stored together (albeit less than initially). As such, it cannot be discerned at what point 
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brew "completion" has occurred, as such point may mean one thing to one person and 
something else to another. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 55, 61, 63, 64, 65, 75, 76, and 79 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Pitchon. 

Pitchon discloses brewing a coffee extract in a brewer wherein the extract (e.g. 
following fresh water C through columns 3, 2, and 1, respectively) is then further stored 
in contact with the coffee grounds for a period of up to 20 minutes through recycling of 
the extract (K). Upon completing said recycling step the coffee extract is then filtered 
(strainer at bottom of tank 1) and dispensed from the brewing system wherein said 
coffee extract has a brew concentration of 10% solids (see Figure; Examples). It is 
expected that the extract would be greater than 170 F prior to filtering as extraction 
water at temperatures. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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9. Claims 55, 61-64, 67-70, and 73-79 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Levinson taken together with any one of Coleman, GB 21 1 1377, and 
Sullivan. 

Levinson discloses a process for brewing coffee comprising preparing an extract 
of coffee in a brewing chamber (from coffee bean) wherein same is then microwave 
heated and additionally brewed for a further time wherein same is then filtered of 
grounds and dispensed for consumption (e.g. col. 9, lines 43-53; Figures). Levinson is 
silent regarding the time said brewed coffee is microwave heated and held for longer 
brewing. However, it is notoriously well known to hold coffee grounds in contact with 
extract/water for longer time periods to achieve a brew that is even stronger. For 
example, Coleman et al teaches the concept of time of contact of water with ground 
coffee beans as being depending on the desired strength and flavor of the finished brew 
(e.g. col. 1 , lines 4-10). Sullivan discloses increasing the time for coffee ground and 
water contact will increase the strength of the brew (e.g. col. 4, lines 30-37). The 
relationship of increasing brew times to effect increase coffee strength is further 
described in GB 21 1 1377 (paragraph 80). As for the particular time to hold said coffee 
grounds and water in contact as set forth in the instant claims, such determination 
would have been well within the purview of a skilled artisan, and it would have been 
obvious to one having ordinary skill in the art at the time of the invention to have 
determined the time grounds are held with the extract as a matter of preference 
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depending on, for example, the coffee strength desired and to have arrived at the 
particular time required for result through routine experimental optimization. 

The claims further call for the particular amount of water, coffee, ratio of water 
and coffee employed and the amount of coffee beverage dispensed. Levinson is silent 
regarding the amounts of water and coffee in conjunction with a brewed coffee storage 
time. Nevertheless, such determinations would have been well within the purview of a 
skilled artisan, and, absent a showing of unexpected results, it would have been 
obvious to one having ordinary skill in the art at the time of the invention to have arrived 
at such amounts as a matter of preference depending on, for example, the strength of 
coffee taste desired or the consumer appetite (with respect to amount of beverage 
dispensed) or the availability of either the coffee or water in dictating final beverage 
amount or coffee/water ratio. 

Levinson is silent regarding the storage temperature. Nevertheless, such 
determination would have been well within the purview of a skilled artisan, and it would 
have been further obvious to have employed the temperatures as claimed as a matter 
of preference depending on the particular desired temperature of the coffee to be 
consumed, for example. 

Claim 78 calls for the particular type of coffee employed. Although Levinson is 
silent regarding same, all of the claimed coffee types are notoriously well known, and it 
would have been further obvious to have arrived at using any one of same as a matter 
of preference depending on the taste desired, availability, or cost involved. 

Claim 79 further calls for the form of coffee employed. Although Jefferson, Jr. 
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et al makes reference to conventional coffee being ground and roasted (col. 1, lines 13 
and 14 ), there is no reference to same specifically in view of the coffee brewed for 10 
minutes in Jefferson, Jr. et al (other than the recitation that the coffee used in the 
invention is ground, col. 9, line 59). Nevertheless, it would have been further obvious as 
a matter of preference to have employed ground coffee that is also roasted as a 
conventional alternative coffee source. 

10. Claims 62, 67-70, 77, and 78 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pitchon. 

The claims further call for the particular amount of water, coffee, ratio of water 
and coffee employed and the amount of coffee beverage dispensed. Pitchon is silent 
regarding the such amounts of water and coffee in conjunction with a brewed coffee 
storage time. Nevertheless, such determinations would have been well within the 
purview of a skilled artisan, and, absent a showing of unexpected results, it would have 
been obvious to one having ordinary skill in the art at the time of the invention to have 
arrived at such amounts as a matter of preference depending on, for example, the 
strength of coffee taste desired or the consumer appetite (with respect to amount of 
beverage dispensed) or the availability of either the coffee or water in dictating final 
beverage amount or coffee/water ratio. 

Claim 78 calls for the particular type of coffee employed. Although Pitchon is 
very general about the type of coffee used, all of the claimed coffee types are 
notoriously well known, and it would have been further obvious to have arrived at using 
any one of same as a matter of preference depending on the taste desired, availability, 
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or cost involved. 

The claims further call for a holding time that is at least about 30 minutes. 
Although Pitchon only discloses up to 20 minutes, such determination would have been 
well within the purview of a skilled artisan, and it would have been obvious to one 
having ordinary skill in the art at the time of the invention to have determined the time 
grounds are held with the extract as a matter of preference depending on, for example, 
the coffee strength desired and to have arrived at the particular time required for result 
through routine experimental optimization. 

1 1 . Claims 56 and 58 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Levinson taken together with any one of Coleman, GB 21 1 1377, and Sullivan and 
further in view of Anson (U.S. Patent No. 5584229). 

Levinson is silent regarding diluting the coffee extract after filtering but before 
dispensing. However, it is well known to dilute brewed coffee as a means, for example, 
to adjust the temperature of the dispensed product to a desired temperature as taught, 
for example, by Anson (see Figure 1). It would have been obvious to one having 
ordinary skill in the art at the time of the invention to have modified the process of 
Jefferson, Jr. et al to include the dilution step so as to control the temperature of 
dispensed coffee beverage to a desired amount. 

The claims further call for the particular amount of water to coffee extract 
employed in the dilution step. However, such determination would have been well 
within the purview of a skilled artisan, and, it would have been further obvious to have 
arrived at such ratio as a matter of preference depending on, for example, the strength 
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of prepared coffee beverage desired. 

12. Claim 56 and 58-60 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Levinson taken together with any one of Coleman, GB 21 1 1 377, and Sullivan and 
further in view of Cheng et al. 

Levinson is silent regarding diluting the coffee extract after filtering but before 
dispensing. However, it is well known to dilute brewed coffee which has been 
concentrated and stored after a time period of, for example, up to six months as taught, 
for example, by Cheng et al (see Examples). It would have been obvious to one having 
ordinary skill in the art at the time of the invention to have provided such dilution of the 
coffee extract at some later point to provide for added consumer convenience. 

The claims further call for the particular amount of water to coffee extract 
employed in the dilution step. However, such determination would have been well 
within the purview of a skilled artisan, and, it would have been further obvious to have 
arrived at such ratio as a matter of preference depending on, for example, the strength 
of prepared coffee beverage desired. 

The claims further call for diluting the extract about 5 minutes to about 48 hours 
after filtering but before dispensing. Although Cheng et al teaches packaging a brewed 
coffee concentrate for up to a large period of time, there is no specific recitation of 
opening the package and diluting/serving same in a time of 5 minutes to 48 hours. 
Nevertheless, once packaged, it would have been further obvious to have opened same 
for dilution and dispensing at any time period within the shelf-life of same, including at, 
for example, 48 hours, as a matter of preference. 
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13. Claim 57 is rejected under 35 U.S.C. 103(a) as being unpatentable over (a) 
Pitchon or (b) Levinson taken together with any one of GB 21 1 1377, Coleman and 
Sullivan wherein (a) or (b) is further taken together with Kino et al. 

The claims further call for the coffee extract to be stored in contact with the 
grounds sealed from oxygen. It is well known to brew coffee in oxygen-free 
environments as taught, for example, by Kino et al (see claim 1). It would have been 
obvious to one having ordinary skill in the art at the time of the invention to have 
prepared the coffee in Levinson (as modified) or Pitchon in an oxygen-free environment 
to provide a fresher tasting coffee without the ill-effects inherent from the presence of 
oxygen. 

14. Claims 65, 66, 71, and 72 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over (a) Pitchon or (b) Levinson taken together with any one of GB 
21 1 1377, Coleman and Sullivan wherein (a) or (b) is further taken together with 
Borland et al. 

The claims further call for the particular amount of brew solids in the coffee 
extract. Borland et al teaches a ready-to-serve coffee beverages may have coffee 
solids concentration of, for example, 2.2% (col. 1 , lines 36-43) and conventional ready- 
to-serve coffee beverages having coffee solids of, for example, 1% (col. 2, linel 1). It 
would have been obvious to one having ordinary skill in the art at the time of the 
invention to have employed a coffee solids content of 1% as a preferred conventional 
amount (as called for in claims 71 and 72). However, pertaining to claims 65 and 66, it 
would have been further obvious to have employed a coffee solids amount of, for 



Application/Control Number: 09/638,570 Page 1 1 

Art Unit: 1761 

example, 2.2% using the process of Borland et al to attain a more intense coffee 
beverage without harsh and bitter notes. 

Response to Amendment 

1 5. Applicant's arguments with respect to the instant claims have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

16. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anthony Weier whose telephone number is 571-272- 
1409. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on 571-272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
Ait Unit 1761 
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